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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1,3-9, 11 -13, 16-19,21 -27,29 -31 and 34 - 36 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Guttman et al. (US 5,370,777). 

Regarding claim 1, Guttman (777) discloses an aqueous gel medium (column 6, 
lines 44 - 51 ) for facilitating the electrophoretic separation of analytes present in a 
sample (column 5, line 36-40), said medium comprising: a non-crosslinked (column 9, 
lines 22 - 37) hydrophilic polymer (column 8, lines 45 - 54); 
tris(hydroxymethyl)aminomethane - borate buffer (column 5, lines 63 - 67); sodium 
dodecyl sulfate (column 9, lines 53 - 55); and an organic additive (column 9, lines 38 - 
45); said gel medium additionally contains one or more reagent(s) that function to help 
keep protein analytes in a reduced form (column 18, lines 22 - 42 and column 19, lines 
4 - 8); and said aqueous gel medium facilitates the electrophoretic separation of said 
analytes by comprising a molecular sieve (column 9, lines 14-21). 

Guttman (777) further discloses that the pH of the 
tris(hydroxymethyl)aminomethane - borate buffer is "preferably between about 8.0 and 
about 8.5, and most preferably about 8.3" (column 13, lines 12-16). Guttman (777) 
also discloses the pH of the buffer should be in the alkaline range for anionic surfactants 
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such as sodium dodecyl sulfate (SDS), i.e., between about 8.0 and 10.0 (column 13, 
lines 6-11) and with respect to SDS surfactant, a most preferred pH is about 8.8 
(column 13, lines 11-12). The difference between instant claim 1 and Guttman (777) 
is that claim 1 requires a pH above 8.0 and below 8.3, while Guttman (777) does not 
disclose a specific point within this range but instead discloses ranges encompassing 
the claimed range such as about 8.0 to about 8.5 (column 1 3, lines 12-16) and 
between about 8.0 and 10.0 (column 13, lines 6 - 1 1) as well as the overlapping range 
"about 8.3". In the case where the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art" a prima facie case of obviousness exists. In re Wertheim, 541 
F.2d 257, 191 USPQ 90 (CCPA 1976). "[A] prior art reference that discloses a range 
encompassing a somewhat narrower claimed range is sufficient to establish a prima 
facie case of obviousness." In re Peterson, 315 F.3d 1325, 1330, 65 USPQ2d 1379, 
1 382-83 (Fed. Cir. 2003). The term "most preferred pH" with regards to the SDS 
surfactant (column 13, lines 1 1 - 12), is not a limiting term. Guttman (777) discloses a 
pH range between "about 8.0 and 10.0" for anionic surfactants (column 13, lines 6 - 
11). It would have been obvious to one of ordinary skill in the art to have clearly 
understood that there could be other pH values in the range. "[W]here the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Alter, 220 F.2d 454, 456, 
105 USPQ 233, 235 (CCPA 1955). 

Guttman (777) discloses reagents such as DTT, 2-mercaptoethanol (column 18, 
lines 22 - 42) and EDTA (column 19, lines 4-5) that help keep protein analytes in a 
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reduced form, introduced into the gel medium (column 18, lines 39 - 42 and column 19, 
lines 5 - 8). These reagents by virtue of being very small molecules, will diffuse into the 
gel. Additionally, EDTA, being a charged molecule will easily migrate through the gel. 

Regarding claim 3, Guttman (777) discloses the aqueous gel medium wherein 
said one or more reagent(s) include a reducing reagent (column 18, lines 22 - 42). 

Regarding claim 4, Guttman (777) discloses the aqueous gel medium wherein 
said reducing reagent is selected from the group consisting of 2-mercaptoethanol, 
dithiothreitol (DTT), dithioerythreitol (DTE), and tris(2-carboxyethyl)phosphine (column 
18, lines 22 -42). 

Regarding claim 5, Guttman (777) discloses the aqueous gel medium wherein 
said reducing reagent is dithiothreitol (DTT) (column 18, lines 22-42). 

Regarding claim 6, Guttman (777) discloses the aqueous gel medium wherein 
said one or more reagent(s) include a metal ion chelator (column 19, lines 4 - 5). 

Regarding claim 7, Guttman (777) discloses the aqueous gel medium wherein 
said reducing reagent is ethylenediaminetetraacetic acid (EDTA) (column 19, lines 4 - 

8). 

Regarding claim 8, Guttman (777) discloses the aqueous gel medium wherein 
said non-crosslinked hydrophilic polymer is selected from the group consisting of: 
dextran, polyacrylamide, cellulose derivatives and polyethylene oxide (column 8, lines 
50 - 54). 
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Regarding claim 9, Guttman (777) discloses the aqueous gel medium wherein 
said non-crosslinked hydrophilic polymer is dextran (column 8, lines 50 - 54). 

Regarding claim 1 1 , Guttman (777) discloses the aqueous gel medium wherein 
said organic additive is an alcohol (column 9, lines 38 - 45). 

Regarding claim 12, Guttman (777) discloses the aqueous gel medium wherein 
said alcohol is present at a concentration of from about 0.1% to about 30% (VA/) 
(column 9, lines 23 - 30). 

Regarding claim 13, Guttman (777) discloses the aqueous gel medium wherein 
said alcohol is selected from the group consisting of: methanol, ethanol, ethylene glycol 
and glycerol (column 9, lines 38 - 45). 

Regarding claim 16, Guttman (777) discloses the aqueous gel medium wherein 
said Tris-borate buffer is present at a concentration of from about 0.1 M to about 1.0M 
(column 10, lines 51 - 54). 

Regarding claim 17, Guttman (777) discloses the aqueous gel medium wherein 
the pH is "preferably between about 8.0 and about 8.5, and most preferably about 8.3" 
(column 13, lines 12-16). Guttman (777) also discloses the pH of the buffer should be 
in the alkaline range for anionic surfactants such as sodium dodecyl sulfate (SDS), i.e., 
between about 8.0 and 10.0 (column 13, lines 6-11). The difference between instant 
claim 1 7 and Guttman (777) is that claim 1 7 requires a pH of 8. 1 ± 0. 1 , while Guttman 
(777) does not disclose a specific point within this range but instead discloses ranges 
encompassing the claimed range such as about 8.0 to about 8.5 (column 13, lines 12 - 
16) and between about 8.0 and 10.0 (column 13, lines 6-11). In the case where the 
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claimed ranges "overlap or lie inside ranges disclosed by the prior art" a prima facie 
case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976). 
"[A] prior art reference that discloses a range encompassing a somewhat narrower 
claimed range is sufficient to establish a prima facie case of obviousness." In re 
Peterson, 315 F.3d 1325, 1330, 65 USPQ2d 1379, 1382-83 (Fed. Cir. 2003). 

Regarding claim 18, Guttman (777) discloses the aqueous gel medium wherein 
said analytes include analytes selected from the group consisting of: proteins, 
polypeptides, peptides and nucleic acid molecules (column 10, lines 1 - 20). 

Regarding claim 19, Guttman (777) discloses a capillary electrophoresis system 
column 6, lines 44 - 51) comprising a capillary tube (column 6, lines 52 - 57) containing 
an aqueous gel medium (column 6, lines 44 - 51 ), said medium comprising: a non- 
crosslinked (column 9, lines 22 - 37) hydrophilic polymer (column 8, lines 45 - 54); 
tris(hydroxymethyl)aminomethane - borate buffer (column 5, lines 63 - 67); sodium 
dodecyl sulfate (column 9, lines 53 - 55); and an organic additive (column 9, lines 38 - 
45); said gel medium additionally contains one or more reagent(s) that function to help 
keep protein analytes in a reduced form (column 18, lines 22-42 and column 19, lines 
4-8) and said aqueous gel medium facilitates the electrophoretic separation of said 
analytes (column 5, line 36 - 40) by comprising a molecular sieve (column 9, lines 14 - 
21). 

Guttman (777) further discloses that the pH of the 
tris(hydroxymethyl)aminomethane - borate buffer is "preferably between about 8.0 and 
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about 8.5, and most preferably about 8.3" (column 13, lines 12-16). Guttman (777) 
also discloses the pH of the buffer should be in the alkaline range for anionic surfactants 
such as sodium dodecyl sulfate (SDS), i.e., between about 8.0 and 10.0 (column 13, 
lines 6 - 1 1 ) and with respect to SDS surfactant, a most preferred pH is about 8.8 
(column 13, lines 11-12). The difference between instant claim 1 and Guttman (777) 
is that claim 1 requires a pH above 8.0 and below 8.3, while Guttman (777) does not 
disclose a specific point within this range but instead discloses ranges encompassing 
the claimed range such as about 8.0 to about 8.5 (column 13, lines 12 - 16) and 
between about 8.0 and 10.0 (column 13, lines 6 - 1 1) as well as the overlapping range 
"about 8.3". In the case where the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art" a prima facie case of obviousness exists. In re Wertheim, 541 
F.2d 257, 191 USPQ 90 (CCPA 1976). "[A] prior art reference that discloses a range 
encompassing a somewhat narrower claimed range is sufficient to establish a prima 
facie case of obviousness." In re Peterson, 315 F.3d 1325, 1330, 65 USPQ2d 1379, 
1382-83 (Fed. Cir. 2003). The term "most preferred pH" with regards to the SDS 
surfactant (column 13, lines 1 1 - 12), is not a limiting term. Guttman (777) discloses a 
pH range between "about 8.0 and 10.0" for anionic surfactants (column 13, lines 6 - 
11). It would have been obvious to one of ordinary skill in the art to have clearly 
understood that there could be other pH values in the range. "[W]here the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Alter, 220 F.2d 454, 456, 
105 USPQ 233, 235 (CCPA 1955). 
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Guttman (777) discloses reagents such as DTT, 2-mercaptoethanol (column 18, 
lines 22 - 42) and EDTA (column 19, lines 4-5) that help keep protein analytes in a 
reduced form, introduced into the gel medium (column 18, lines 39-42 and column 19, 
lines 5 - 8). These reagents by virtue of being very small molecules, will diffuse into the 
gel. Additionally, EDTA, being a charged molecule will easily migrate through the gel. 

Regarding claim 21, Guttman (777) discloses the capillary electrophoresis 
system wherein said one or more reagent(s) include a reducing reagent (column 18, 
lines 22 - 42 and column 19, lines 4 - 5). 

Regarding claim 22, Guttman (777) discloses the capillary electrophoresis 
system wherein said reducing reagent is selected from the group consisting of 2- 
mercaptoethanol, dithiothreitol (DTT), dithioerythreitol (DTE), and tris(2- 
carboxyethyl)phosphine (column 18, lines 22 - 42). 

Regarding claim 23, Guttman (777) discloses the capillary electrophoresis 
system wherein said reducing reagent is dithiothreitol (DTT) (column 18, lines 22 - 42). 

Regarding claim 24, Guttman (777) discloses the capillary electrophoresis 
system wherein said one or more reagent(s) include a metal ion chelator (column 19, 
lines 4-5). 

Regarding claim 25, Guttman (777) discloses the capillary electrophoresis 
system wherein said reducing reagent is ethylenediaminetetraacetic acid (EDTA) 
(column 19, lines 4 - 8). 
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Regarding claim 26, Guttman ('777) discloses the capillary electrophoresis 
system wherein said non-crosslinked hydrophilic polymer is selected from the group 
consisting of: dextran, polyacrylamide, cellulose derivatives and polyethylene oxide 
(column 8, lines 50 - 54). 

Regarding claim 27, Guttman (777) discloses the capillary electrophoresis 
system wherein said non-crosslinked hydrophilic polymer is dextran (column 8, lines 50 
- 54). 

Regarding claim 29, Guttman (777) discloses the capillary electrophoresis 
system wherein said organic additive is an alcohol (column 9, lines 38 - 45). 

Regarding claim 30, Guttman (777) discloses the capillary electrophoresis 
system wherein said alcohol is present at a concentration of from about 0.1% to about 
30% (V/V) (column 9, lines 23 - 30). 

Regarding claim 31, Guttman (777) discloses the capillary electrophoresis 
system wherein said alcohol is selected from the group consisting of: methanol, 
ethanol, ethylene glycol and glycerol (column 9, lines 38 - 45). 

Regarding claim 34, Guttman (777) discloses the capillary electrophoresis 
system wherein said Tris-borate buffer is present at a concentration of from about 0.1 
M to about 1.0M (column 10, lines 51 - 54). 

Regarding claim 35, Guttman (777) discloses the capillary electrophoresis 
system wherein the pH is "preferably between about 8.0 and about 8.5, and most 
preferably about 8.3" (column 13, lines 12-16). Guttman (777) also discloses the pH 
of the buffer should be in the alkaline range for anionic surfactants such as sodium 
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evidence that commercially available dextran possesses a non-cross-linked structure 
composed of approximately 95% alpha-D-(1-6) linkages (column 1, lines 41 - 43). 
Guttman ('777) discloses the molecular weight of dextran but not its composition. 
Therefore, it would have been obvious to one of ordinary skill in the art to have looked 
at a commercial product for this information. 

Guttman (777) discloses the capillary electrophoresis system as discussed with 
regards to claim 27 above. 

Regarding claim 28, Guttman (777) discloses the capillary electrophoresis . 
system wherein said dextran has a molecular weight of 2,000 kilodaltons (column 5, 
lines 63 - 67) but does not explicitly disclose the linkages therein. The King ('661 ) 
reference is cited as evidence that commercially available dextran possesses a non- 
cross-linked structure composed of approximately 95% alpha-D-(1-6) linkages (column 
1 , lines 41 - 43). Guttman (777) discloses the molecular weight of dextran but not its 
composition. Therefore, it would have been obvious to one of ordinary skill in the art to 
have looked at a commercial product for this information. 

4. Claims 14 - 15 and 32 - 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Guttman et al. (US 5,370,777) in view of Guttman (US 5,213,669). 

Guttman (777) discloses the aqueous gel medium as discussed with regards to 
claim 13 above. 
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dodecyl sulfate (SDS), i.e., between about 8.0 and 1 0.0 (column 1 3, lines 6-11). The 
difference between instant claim 17 and Guttman (777) is that claim 17 requires a pH of 
8.1 + 0.1 , while Guttman (777) does not disclose a specific point within this range but 
instead discloses ranges encompassing the claimed range such as about 8.0 to about 
8.5 (column 13, lines 12 - 16) and between about 8.0 and 10.0 (column 13, lines 6 - 
11). In the case where the claimed ranges "overlap or lie inside ranges disclosed by the 
prior art" a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 
USPQ 90 (CCPA 1976). "[A] prior art reference that discloses a range encompassing a 
somewhat narrower claimed range is sufficient to establish a prima facie case of 
obviousness." In re Peterson, 315 F.3d 1325, 1330, 65 USPQ2d 1379, 1382-83 (Fed. 
Cir. 2003). 

Regarding claim 36, Guttman (777) discloses the capillary electrophoresis 
system wherein said analytes include analytes selected from the group consisting of: 
proteins, polypeptides, peptides, polysaccharides, and nucleic acid molecules (column 
10, lines 1-20). 

3. Claims 1 0 and 28 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Guttman et al. (US 5,370,777) in view of King (US 3,622,661 ). 

Guttman (777) discloses the aqueous gel medium as discussed with regards to 
claim 9 above. 

Regarding claim 10, Guttman (777) discloses the aqueous gel medium wherein 
said dextran has a molecular weight of 2,000 kilodaltons (column 5, lines 63 - 67) but 
does not explicitly disclose the linkages therein. The King ('661) reference is cited as 
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Regarding claim 14, Guttman (777) does not explicitly disclose the alcohol is 
glycerol. 

Guttman ('669) teaches an aqueous gel medium wherein the alcohol is glycerol 
(column 5, lines 7 - 8). 

It would have been obvious to one of ordinary skill in the art to have modified the 
aqueous gel medium of Guttman (777) to include glycerol as taught by Guttman ('669) 
because as explained by Guttman ('669), the "polyol" (glycerol and ethylene glycol 
being representative examples), help to coat the inner walls of capillaries that they 
occupy (column 5, lines 3-7). 

Regarding claim 15, Guttman ('669) teaches an aqueous gel medium wherein 
glycerol is present at a concentration of from about 0.1% to about 30% (VA/) (column 
4, line 67 - column 5, line 3). 

Guttman ('777) discloses the capillary electrophoresis system as discussed with 
regards to claim 31 above. 

Regarding claim 32, Guttman (777) does not explicitly disclose the alcohol is 

glycerol. 

Guttman ('669) teaches a capillary electrophoresis system wherein the alcohol 
is glycerol (column 5, lines 7 - 8). 

It would have been obvious to one of ordinary skill in the art to have modified the 
capillary electrophoresis system of Guttman (777) to include glycerol as taught by 
Guttman ('669) because as explained by Guttman ('669), the "polyol" (glycerol and 
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ethylene glycol being representative examples), help to coat the inner walls of 
capillaries that they occupy (column 5, lines 3 - 7). 

Response to Arguments 

Applicant's arguments filed January 30, 2007 have been fully considered but they 
are not persuasive. Applicants argue that Guttman (777) does not teach or suggest, 
"employing the pH range of 8.0 - 8.3 claimed by the applicants". Guttman (777) 
discloses that the pH of the tris(hydroxymethyl)aminomethane - borate buffer is 
"preferably between about 8.0 and about 8.5, and most preferably about 8.3" (column 
13, lines 12-16). Guttman (777) also discloses the pH of the buffer should be in the 
alkaline range for anionic surfactants such as sodium dodecyl sulfate (SDS), i.e., 
between about 8.0 and 10.0 (column 13, lines 6 - 1 1) and with respect to SDS 
surfactant, a most preferred pH is about 8.8 (column 13, lines 11-12). The difference 
between instant claim 1 and Guttman (777) is that claim 1 requires a pH above 8.0 and 
below 8.3, while Guttman (777) does not disclose a specific point within this range but 
instead discloses ranges encompassing the claimed range such as about 8.0 to about 
8.5 (column 13, lines 12 - 16) and between about 8.0 and 10.0 (column 13, lines 6 - 
1 1 ) as well as the overlapping range "about 8.3". In the case where the claimed ranges 
"overlap or lie inside ranges disclosed by the prior art" a prima facie case of 
obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976). "[A] 
prior art reference that discloses a range encompassing a somewhat narrower claimed 
range is sufficient to establish a prima facie case of obviousness." In re Peterson, 31 5 
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F.3d 1325, 1330, 65 USPQ2d 1379, 1382-83 (Fed. Cir. 2003). The term "most 
preferred pH" with regards to the SDS surfactant (column 13, lines 1 1 - 12), is not a 
limiting term. Guttman (777) discloses a pH range between "about 8.0 and 10.0" for 
anionic surfactants (column 13, lines 6-11). It would have been obvious to one of 
ordinary skill in the art to have clearly understood that there could be other pH values in 
the range. "[W]here the general conditions of a claim are disclosed in the prior art, it is 
not inventive to discover the optimum or workable ranges by routine experimentation." 
In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Applicants further argue that Guttman (777) does not teach "the inclusion of 
reagents that function to help keep protein analytes in a reduced form in the aqueous 
gel medium". Guttman (777) discloses reagents such as DTT, 2-mercaptoethanol 
(column 18, lines 22 - 42) and EDTA (column 19, lines 4-5) that help keep protein 
analytes in a reduced form, introduced into the gel medium (column 18, lines 39-42 
and column 19, lines 5 - 8). These reagents by virtue of being very small molecules, 
will diffuse into the gel. Additionally, EDTA, being a charged molecule will easily 
migrate through the gel. Alternatively, the reducing agent will break the disulfide bonds 
in protein analytes and the resultant product with sulfhydryl groups (-SH) are reducing 
agents. 

Applicants argue regarding claims 10 and 28 that neither King ('661) nor 
Guttman (777) individually disclosed all the limitations of the claims; however, the issue 
is what their combined teachings would have suggested to one of ordinary skill in the 
art. King ('661 ) makes clear that the 95% alpha-D-(1-6) linkages are conventional. 
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Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Surekha Vathyam whose telephone number is 571-272- 
2682. The examiner can normally be reached on 7:30 AM to 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor,. Nam X. Nguyen can be reached on 571-272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



SV 

March 1, 2007 




